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amended to recite priority to that application. A copy of the declaration filed in the 
parent application is included as Exhibit 1 showing the priority application. Since the 
current application is a divisional application of the parent application, it is believed that 
no new declaration is required. 


2. Drawings 

The Examiner's objections to Figs. 3 and 4A have been addressed by 
correcting the reference signs as indicated in the Office Action. These corrections are 
indicated in red ink on the enclosed copy of Figs. 3 and 4A. A Letter to Official 
Draftsman is being filed concurrently herewith, requesting substitution of these figures in 
the formal drawings. 

The Examiner's objection to Fig. 7 A as including reference sign 110 not 
included in the description by adding reference sign 1 10 to the paragraph at p. 13, 1. 32 - 
p. 14, 1.5. 

3. Claims 

Claims 11-13 and 18-38 have been examined. Claims 1 1 - 13, 18, 25 
- 29, and 30 - 32 stand rejected under 35 U.S.C. §103(a) as unpatentable over U.S. Pat. 
No. 6,302,875 ("Makower") in view of U.S. Pat. No. 5,108,411 ("McKenzie"); Clams 19, 
20, 33, and 34 stand rejected under 35 U.S.C. § 103(a) as unpatentable over Makower in 
view of McKenzie and 5,484,424 ("Cottenceau"); and Claims 21 - 24 and 35 - 38 stand 
rejected under 35 U.S.C. §103(a) as unpatentable over Makower in view of McKenzie 
and U.S. Pat. No. 6,171,296 ("Chow"). The claim rejections are respectfully traversed. 

A prima facie case under § 103(a) requires, inter alia, that "there be some 
suggestion or motivation, either in the references themselves or in the knowledge 
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generally available to one of ordinary skill in the art to modify the reference or to 
combine reference teachings." MPEP 2143. In this instance, the Office Action fails to 
set forth a prima facie case because it articulates no basis for the combination, stating 
only that "[i]t would have been obvious to one having ordinary skill in the art at the time 
Applicant's invention was made that a drive cable similar to that of McKenzie would be 
employed with the imaging catheter of a catheter system similar to that of Makower in 
order to rotate and extend a work element of the imaging catheter" (Office Action, f 6). 
Applicants accordingly request a specific documentary showing of the suggestion or 
motivation to combine the references. 


from the modification proposed by the Office Action, and that such a modification would 
change the principle of operation of Makower, factors long recognized as indicating that 
there is not a motivation to combine the references. In particular, Makower specifically 
teaches an arrangement of a catheter system that permits rotational control of the distal 
portion of the catheter to be controlled manually . Such manual control is achieved with 
an arrangement of a catheter having an irregular cross section corresponding to an upper 
portion (42) through which a tissue-penetrating element is passed and a lower element 
(44) through which an imaging catheter is passed. As shown in Fig. 1 g and described at 
Col. 7, 1. 52 - Col. 1. 5 of Makower, this arrangement permits rotational force provided by 
an operator to be transmitted through the catheter to effect rotational motion at the distal 
end. Makower identifies a number of advantages resulting form such an arrangement 
{see, e.g., Makower, Col. 8, 11. 5 - 20). 

The suggestion in the Office Action to replace this arrangement with a 
drive cable for effecting rotation of a work element at the distal end of the catheter would 
completely change this principle of operation by removing the manual rotational control. 
There is accordingly, no motivation for the references to be combined in the way 
proposed by the Office Action. 


In this regard, Applicants note that Makower specifically teaches away 
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Appendix A is provided to show the changes made to the specification by 


underlining added material and enclosing deleted material in square brackets. Appendix 
B is provided to list all of the currently pending claims. 


In view of the foregoing, Applicants believe all claims now pending in this 


Application are in condition for allowance. The issuance of a formal Notice of 
Allowance at an early date is respectfully requested. 


If the Examiner believes a telephone conference would expedite 


prosecution of this application, please telephone the undersigned at 303-571-4000. 


TOWNSEND and TOWNSEND and CREW LLP 

Two Embarcadero Center^ 8 th Floor 

San Francisco, California 941 1 1-3834 

Tel: 303-571-4000 

Fax: 415-576-0300 

PMB:pmb 

DE 7096843 v1 


CONCLUSION 


Respectfully submitted, 


Patrick M. Boucher 
Reg. No. 44,037 
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APPENDIX A: VERSION WITH MARKINGS TO SHOW CHANGES MADE 

Changes made to the specification by the foregoing Amendment are 
highlighted below by underlining added material and enclosing deleted material in square 
brackets. 

The paragraph at p. 1, 11. 3 - 6 has been amended as follows: 

CROSS-REFERENCES TO RELATED APPLICATIONS 

This application claims the benefit of and priority from Provisional 
Application Serial No. 60/105,475, filed October 23, 1998, incorporated herein by 
reference for all purposes. This application is a divisional application of U.S. Appl. No. 
09/425,495, the entire disclosure of which is herein incorporated by reference for all 
purposes , which is a continuation-in-part application of U.S. Pat. No. 6,050,949, filed 
September 8, 1998 and issued April 18, 2000. 

The paragraph at p. 13, 1. 32 - p. 14, 1. 5 has been amended as follows: 

Rotary transformer assembly 92 is rotatably disposed in a hub housing 
110 , such that the first and second set of windings are aligned with each other to form 
inductive coupling. An electrical current flowing within ferrite wire 100 will pass 
through the first set of ferrite windings, which creates a magnetic field around ferrite 98. 
The second set of windings on rotating ferrite 96 are within this magnetic field, which 
induces a corresponding electrical current flow through electrical transmission line 72. 
The reverse will also be true - a current flowing through the electrical transmission line 
will induce a current within ferrite wire 100. 
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APPENDIX B: PENDING CLAIMS 


1.-10. (Previously canceled) 


1 1 . (Unchanged) An improved catheter system of the type including (a) a 


tubular catheter body having a proximal tubular portion, a distal tubular portion, and a 
lumen therethrough, and (b) a drive cable rotatably received in the lumen, wherein the 
improvement comprises an intermediate tubular portion formed on the tubular catheter 
body of a transitional material between the proximal tubular portion and the distal tubular 
portion, the transitional material being of a higher flexural modulus than the distal tubular 
portion and of a lower flexural modulus than the proximal tubular portion. 

12. (Previously Amended) The improved catheter system of claim 11, 
wherein the proximal tubular portion comprises a material taken from the group 
consisting of natural polymers, synthetic polymers, and plastic materials. 

13. (Unchanged) The improved catheter system of claim 11, wherein the 
intermediate tubular portion comprises a material taken from the group consisting of 
nylons, polyester, polyimides, polyolefins, and blends of such materials. 


proximal tubular portion comprises a material taken from the group consisting of silicone 
rubber, natural rubber, polyvinylchloride, polyurethanes, polyesters, polyethylene, 
polytetrafluoroethylene (PTFE), and polyetheretherketone (PEEK). 


14.-17. (Previously Canceled) 


18. (Unchanged) The improved catheter system of claim 11, wherein the 


• 
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19. (Unchanged) The improved catheter system of claim 11, wherein the 


intermediate tubular portion is adhesively bonded with the proximal tubular portion and 
with the distal tubular portion. 

20. (Unchanged) The improved catheter system of claim 11, wherein the 
intermediate tubular portion is thermally bonded with the proximal tubular portion and 
with the distal tubular portion. 

21. (Unchanged). The improved catheter system of claim 11, wherein the 
intermediate tubular portion has a length between 20 and 200 mm. 

22. (Unchanged) The improved catheter system of claim 11, wherein the 
intermediate tubular portion has a length between 40 and 100 mm. 

23. (Unchanged) The improved catheter system of claim 11, wherein the 
intermediate tubular portion is connected with the distal tubular portion at a point 
between about 100 and 400 mm from a distal end of the tubular catheter body. 

24. (Unchanged) The improved catheter system of claim 11, wherein the 
intermediate tubular portion is connected with the distal tubular portion at a point 
approximately 150 mm from a distal end of the tubular catheter body. 

25. (Unchanged) The improved catheter system of claim 11, wherein the 
intermediate tubular portion has a flexural modulus between 50 and 220 kpsi. 

26. (Unchanged) The improved catheter system of claim 11, wherein the 
intermediate tubular portion has a flexural modulus between 150 and 190 kpsi. 


27. (Unchanged) A catheter system comprising: 
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a tubular catheter body having a proximal tubular portion, an intermediate 
tubular portion, a distal tubular portion, and a lumen therethrough, wherein the 
intermediate tubular portion is formed on the tubular catheter body of a transitional 
material between the proximal tubular portion and the distal tubular portion, the 
transitional material being of a higher flexural modulus than the distal tubular portion and 
of a lower flexural modulus than the proximal tubular portion; and 

a drive cable rotatably received in the lumen. 

28. (Unchanged) The catheter system of claim 27, wherein the 
intermediate tubular portion has a flexural modulus between 50 and 220 kpsi. 

29. (Unchanged) The catheter system of claim 27, wherein the 
intermediate tubular portion has a flexural modulus between 150 and 190 kpsi. 

30. (Unchanged) The catheter system of claim 27, wherein the proximal 
tubular portion comprises a material taken from the group consisting of natural polymers, 
synthetic polymers, and plastic materials. 

31. (Unchanged) The catheter system of claim 27, wherein the proximal 
tubular portion comprises a material taken from the group consisting of silicone rubber, 
natural rubber, polyvinylchloride, polyurethanes, polyesters, polyethylene, 
polytetrafluoroethylene (PTFE), and polyetheretherketone (PEEK). 

32. (Unchanged) The catheter system of claim 27, wherein the 
intermediate tubular portion comprises a material taken from the group consisting of 
nylons, polyester, polyimides, polyolefins, and blends of such materials. 
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33. (Unchanged) The catheter system of claim 27, wherein the 


intermediate tubular portion is adhesively bonded with the proximal tubular portion and 
with the distal tubular portion. 

34. (Unchanged) The catheter system of claim 27, wherein the 
intermediate tubular portion is thermally bonded with the proximal tubular portion and 
with the distal tubular portion. 

35. (Unchanged) The catheter system of claim 27, wherein the 
intermediate tubular portion has a length between 20 and 200 mm. 

36. (Unchanged) The catheter system of claim 27, wherein the 
intermediate tubular portion has a length between 40 and 100 mm. 

37. (Unchanged) The catheter system of claim 27, wherein the 
intermediate tubular portion is connected with the distal tubular portion at a point 
between about 100 and 400 mm from a distal end of the tubular catheter body. 


38. (Unchanged) The catheter system of claim 27, wherein the 
intermediate tubular portion is connected with the distal tubular portion at a point 
approximately 150 mm from a distal end of the tubular catheter body. 
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